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Election/Restrictions 

1. Applicant's election of Group II, claim 18 in the reply filed on 11/04/2008 is 
acknowledged. Because applicant did not distinctly and specifically point 
out the supposed errors in the restriction requirement, the election has 
been treated as an election without traverse (MPEP § 818.03(a)). 

2. Claim 18 is objected because the claim does not refer back in the 
alternative only. It is suggested that the phrase "either of claim 8 to 17" is 
correctly changed to "claim 8 or claim 17". 

Drawings 

3. Figures 14-19 should be designated by a legend such as -Prior Art- 
because only that which is old is illustrated. See MPEP § 608.02(g). 
Corrected drawings in compliance with 37 CFR 1 .121(d) are required in 
reply to the Office action to avoid abandonment of the application. The 
replacement sheet(s) should be labeled "Replacement Sheet" in the page 
header (as per 37 CFR 1 .84(c)) so as not to obstruct any portion of the 
drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in 
the next Office action. The objection to the drawings will not be held in 
abeyance. 



Application/Control Number: 10/590,739 Page 3 

Art Unit: 1794 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made 
in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

6. Claim 18 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Thompson (US 
6,165,211). Thompson teaches an expandable stent graft comprising a 
discontinuous wall including the voids between the mesh of the walls 
(figure 7). The stent is sandwiched between an expanded 
polytetrafluoroethylene (ePTFE) porous layer (A1) and an ePTFE porous 
layer (A2) as shown in figure 10. The stent and the ePTFE are bonded 
together under heat and pressure (column 5, lines 60-65). Thompson 
discloses the braided stent being the one described in Wallsten et al (US 
5,061 ,275) (column 5, lines 47-50). Wallsten et al is relied on as evidence 
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to show a state of fact- that is, a stent comprises plurality of flexible 
thread elements interconnected to each other to form a tubular body. 
Thompson teaches that the ePTFE conforms to the compliance and 
distortion of the stent (column 6, lines 1-5). This at least indicates that the 
ePTFE porous layers (A1) and (A2) are united together in close contact 
not only with each other through the voids of the stent, but also with the 
stent along the surfaces of the thread elements of the stent in such a 
manner as to wrap the thread elements. Thompson does not specifically 
disclose the processing steps set out in the claims. However, they are 
product-by-process limitations not as yet shown to produce a patentably 
distinct article. It is the examiner's position that the article of Thompson is 
identical to or only slightly different than the claimed article prepared by 
the method of the claim, because both articles are formed from the same 
materials, having structural similarity. Even though product-by-process 
claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product 
does not depend on its method of production. If the product in the product- 
by-process claim is the same as or an obvious from a product of the prior 
art, the claim is unpatentable even though the prior product was made by 
a different process. In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985). 
The burden has been shifted to the applicant to show unobvious 
differences between the claimed product and the prior art product. In re 



Application/Control Number: 10/590,739 Page 5 

Art Unit: 1794 

Marosi, 218 USPQ 289,291 (Fed. Cir. 1983). It is noted that if the 
applicant intends to rely on Examples in the specification or in a submitted 
Declaration to show non-obviousness, the applicant should clearly state 
how the Examples of the present invention are commensurate in scope 
with the claims and how the Comparative Examples are commensurate in 
scope with Thompson. Accordingly, Thompson anticipates or strongly 
suggests the claimed subject matter. 
7. Claim 18 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Banas et al (US 
5,749,880). Bannas teaches an expandable stent graft comprising a 
discontinuous wall including the voids between the mesh of the walls 
(figure 2). The stent is sandwiched between an expanded 
polytetrafluoroethylene (ePTFE) porous layer (A1) and an ePTFE porous 
layer (A2) as shown in figure 10. The ePTFE porous layers (A1) and (A2) 
are united together in close contact not only with each other through the 
voids of the stent, but also with the stent along the surfaces of the 
respective elements of the stent in such a manner as to wrap the 
respective elements (figures 9 and 10). Banas does not specifically 
disclose the processing steps set out in the claims. However, they are 
product-by-process limitations not as yet shown to produce a patentably 
distinct article. It is the examiner's position that the article of Banas is 
identical to or only slightly different than the claimed article prepared by 
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the method of the claim, because both articles are formed from the same 
materials, having structural similarity. Even though product-by-process 
claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product 
does not depend on its method of production. If the product in the product- 
by-process claim is the same as or an obvious from a product of the prior 
art, the claim is unpatentable even though the prior product was made by 
a different process. In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985). 
The burden has been shifted to the applicant to show unobvious 
differences between the claimed product and the prior art product. In re 
Marosi, 218 USPQ 289,291 (Fed. Cir. 1983). It is noted that if the 
applicant intends to rely on Examples in the specification or in a submitted 
Declaration to show non-obviousness, the applicant should clearly state 
how the Examples of the present invention are commensurate in scope 
with the claims and how the Comparative Examples are commensurate in 
scope with Banas. Accordingly, Banas anticipates or strongly suggests 
the claimed subject matter. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Hai Vo whose telephone number is 
(571) 272-1485. The examiner can normally be reached on Monday 
through Thursday, from 9:00 to 6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, 
the examiner's supervisor, Rena Dye can be reached on (571) 272-3186. 
The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from 
a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 



/Hai Vol 

Primary Examiner, Art Unit 1794 



